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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Applicant's arguments, see page 11 of the response filed November 26, 2008, with 
respect to claims 1, 9, 11, 14, and 20 have been fully considered and are persuasive. The 
rejections of claims 1,9, 11, 14, and 20 have been withdrawn. 

The indicated allowability of claims 1, 3, and 5-8 is withdrawn. The previous noted 
allowability was based on the limitations of claim 2, which were mistakenly read into claim 1 . 
Examiner regrets any inconvenience this may have caused. The new rejection is presented 
below. 

Claim Rejections - 35 USC § 112 

Claims 11, 13, 25, and 27 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 1 recites "which peripheral wall is constituted by a formed-in portion" in lines 2- 
3, which is unclear in view of the specification and drawings. It appears that "is constituted by" 
should be changed to -includes- for clarity. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. See MPEP § 
2173.05(c). Note the explanation given by the Board of Patent Appeals and Interferences in Ex 
parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is 
followed by "such as" and then narrow language. The Board stated that this can render a claim 
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indefinite by raising a question or doubt as to whether the feature introduced by such language is 
(a) merely exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 
86 USPQ 481 (Bd. App. 1949). In the present instance, claim 25 recites the broad recitation "a 
piston engine", and the claim also recites "in particular an axial piston engine" which is the 
narrower statement of the range/limitation. 

Claim 25 recites "which peripheral wall ... of said peripheral wall" in lines 2-3, the 
meaning of the limitation is unclear. 

Claim 27 is rejected for being dependent on itself. It appears that claim 27 should depend 
from claim 26. 

Claim 13 is rejected due to its dependence from claim 1 1 . 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 3, and 5-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Firth et 
al (3188973). 

Firth et al discloses a tubular piston for a piston engine, which piston has a peripheral 
wall (54), a central pin (64), an end wall (face of 69) at its front end and a joint part (rightmost 
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portion of piston in Fig. 2) at its rear end, wherein said tubular piston has, between the peripheral 
wall and the joint part, an annular formed-in portion (-55) which is formed against the pin, and 
wherein a rear section of the formed-in portion constitutes a front section of the joint part, 
wherein the pin terminates in the region of the formed-in portion, the joint part having a dome- 
shaped joint recess, and the rear section of the formed-in portion constituting at least part of a 
joint surface belonging to the joint recess (Fig. 2). Wherein the pin is constructed in one piece 
with the end wall, the pin has a duct (65) passing axially therethrough, the duct has a throttle (67) 
which is disposed in the region of the formed-in portion, the formed-in portion is pressed into the 
superficies of the pin, and the junction between the formed-in portion and the pin is sealed by a 
ring seal (not labeled, Fig. 2). 



Allowable Subject Matter 

Claims 2 and 4 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Claims 9, 10, 14-21, 24, and 26 are allowed. 

Claims 11, 13, and 27 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL LESLIE whose telephone number is (571)272-4819. 
The examiner can normally be reached on M-F 8:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Look can be reached on (571) 272-4820. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Michael Leslie/ 

Primary Examiner, Art Unit 3745 



